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Take-home messages

• Don't start your R&D until you have done a search!

• If you think you have interesting results:

• Before publishing, sharing them in conferences, oral communications, doctoral thesis

disertations,... talk to your Tech or Knowledge Transfer Office (TTO or KTO)

• Before sharing sensitive information with a third party (e.g. Company) sign an Non-discosure

Agreement (NDA)

• Without a protection (IP) most likely nobody will invest in the development of your product.

• A Proof-of-concept is the way to attract potential investors

• License is a way to reimburse the investment of your technology and efforts

• Company could be a vehicle to finance a development to a stage that is attractive for the acquisition of 

a larger company & you need people that shares your motivation

• And the most important one….Sit down and think which will be your next invention!

IPR & Tech Transfer



Technology Transfer Office (TTO)
or

Knowledge Transfer Office (KTO)

• Intellectual property & Licensing

• Spin Off creation

• Promotion of collaborations with companies

Contract Search 

Collaborative Projects 

University - Company / 

institutions

Spin Off CreationProtection and License of 

Technologies and 

Knowledge

Innovation & 

Transfer

• TTOs work as an interface and facilitator to promote the

collaboration with industry and to utilize the funding

sources effectively

• TTOs assist inventors, innovators and entrepreneurs in the

process of converting their ideas into implementation and

creating an economic value from which both society and

university benefit mutually.
“TTOs could focus on building the scientific and 

cultural bridges between disciplines and, most 

importantly, between knowledge creation in 

laboratories and knowledge used in society” 

(Argyropolou et al. 2018)
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Trend in patent applications for the top five offices, 1883–2023 

European Paradox

One of the most common indicators for measuring technological 

output of R&D are patents

Source: WIPO Indicators Report 2024



European Paradox

One of the most common indicators for measuring technological 
output of R&D are patents.
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Source: EPO.

Status: 3.2.2025.

1 This breakdown is based on a large representative sample of patent applications filed with the EPO in 2024 by 

applicants located in member states of the European Patent Organisation. 

2 SMEs have been identified based on the European Commission definition of SMEs (2003/361/EC). According to this 

definition, an SME is i) an independent company with ii) less than 250 staff and iii) a turnover below €50 million and/or 

a balance sheet below €43 million. Detailed financial data and company ownership data from the BvD Orbis database 

have been used to enable a strict application of this definition. 

3 This category includes technology transfer offices that while registered as corporate entities are clearly affiliated to a 

university or public research

Higher Education 

Institutions are 

responsible for less 

than 10% of 

patents filed in 

Europe
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STRATEGY

Intellectual 
Property

MarketTechnology

Invention identification & assessment

Technology Assessment, Protection & Valorization
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Search prior art: 

• Google Patents

• EspaceNet

• lens.org

http://lens.org/


The IMPORTANCE of Searching the Prior Art



The IMPORTANCE of Searching the Prior Art

Patents are published often before the articles and contain more technical specifications



The IMPORTANCE of Searching the Prior Art

Patents provide information about how a field is evolving



https://link.epo.org/web/technical/espacenet/espacenet-pocket-guide-en.pdf

https://worldwide.espacenet.com/patent

https://link.epo.org/web/technical/espacenet/espacenet-pocket-guide-en.pdf
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Invention identification & assessment

STRATEGY

Intellectual 
Property

MarketTechnology

• What is it? 

Product (device) / Method (algorithm)

• Development stage: Technology 

Readiness Level (TRL) 

• Next stages of development? 

Cost / duration of each step? 

• Applications: 

New applications? Technology 

platform?
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Technology Readiness Levels (TRL)

Defining early with Technology Readiness Levels (TRL) based on early NASA model

Fasterholdt, I., Lee, A., Kidholm, K. et al. BMC Health Serv Res 18, 837 (2018). 

https://doi.org/10.1186/s12913-018-3647-z
18

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025

DEL LABORATORI AL MERCAT: Patents, llicències i ajuts de valorització



Technology Assessment

https://www.nasa.gov/directorates/som

d/space-communications-navigation-

program/technology-readiness-levels/

https://www.nasa.gov/directorates/somd/space-communications-navigation-program/technology-readiness-levels/


Technology Assessment

https://www.esa.int/Enabling_Support/Space_Engineering_Technology

/Shaping_the_Future/Technology_Readiness_Levels_TRL

https://www.esa.int/Enabling_Support/Space_Engineering_Technology/Shaping_the_Future/Technology_Readiness_Levels_TRL


Technology Assessment

KTH Innovation Readiness Level ™ 

Copyright © 2023 KTH Innovation Readiness Level™

Royal Institute of Technology

(Stockholm, Sweden) 
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Technology Assessment
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Technology Assessment

KTH Innovation Readiness Level ™ 
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Technology Assessment

KTH Innovation Readiness Level ™ 

Copyright © 2023 KTH Innovation Readiness Level™



Technology Assessment

KTH Innovation Readiness Level ™ 

Copyright © 2023 KTH Innovation Readiness Level™

Royal Institute of Technology

(Stockholm, Sweden) 



Technology Assessment

STRATEGY

Technology

IPMarket

Assessment Protection Valoritzation
Commercialization (Marketing, 

Negotiation, License)

Technology assessment / Due Diligence

Budget for Protection, Valorization, Commercialization

Decision: go / no go
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Could a patent application 

be filed ?

Did the invention meet 

basic patent requirements?

It does make sense to 

protect it?

How is the owner of the invention?

Does your invention incorporate IP 

which you don’t own?

Invention identification & assessment

STRATEGY

Intellectual 
Property

MarketTechnology
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Llicència

Spin Off

Recerca/Serveis 
per 3ers

Doctorat 
Industrial

Publicacions

Abstracts

Congress

Papers

Fundació Bosch i GimperaShould I Publish?

OR 

Patent 1st? 

Technical

Innovation

? 
Patent

Nou 
Coneixement

Art. 60

Transferència
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ESR: This is the examiner's first official communication regarding your application. It could be an allowance (granting the patent) or, more 

likely, a rejection based on various reasons like lack of novelty, inventive step, or proper claim drafting.

IET: This is an optional interview you can request with the examiner to discuss your application and address any potential issues before they 

issue a formal rejection.

ISR (International Search Report): This is a formal report issued by a patent office acting as an International Searching Authority (ISA) 

under the Patent Cooperation Treaty (PCT). It provides a preliminary analysis of your invention's patentability. The ISR includes:

•Novelty Search: Identifies prior art (existing inventions) that might impact your invention's novelty.

•Inventive Step Search: Evaluates if your invention involves an inventive step (non-obvious improvement) over existing technology.
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ESR: This is the examiner's first official communication regarding your application. It could be an allowance (granting the patent) or, more 

likely, a rejection based on various reasons like lack of novelty, inventive step, or proper claim drafting.

IET: This is an optional interview you can request with the examiner to discuss your application and address any potential issues before they 

issue a formal rejection.

ISR (International Search Report): This is a formal report issued by a patent office acting as an International Searching Authority (ISA) 

under the Patent Cooperation Treaty (PCT). It provides a preliminary analysis of your invention's patentability. The ISR includes:

•Novelty Search: Identifies prior art (existing inventions) that might impact your invention's novelty.

•Inventive Step Search: Evaluates if your invention involves an inventive step (non-obvious improvement) over existing technology.
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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“INDUSTRIAL PROPERTY”: PATENTS

Government

(authorized bodies)
Applicant

Right to exclude others from 

commercial exploitation

- Disclosure of the invention

- Tax fee

• Negative right: right to prevent others from making, using, offering for sale, selling or 

importing the invention without the owner’s permission

• Proprietary right: it has a patrimonial value → can be rented (licensed) or sold (assigned)

• Territorial monopoly

• Temporal monopoly: 20 years

Agreement

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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WHAT CAN BE PATENTED? 

Invention: Technical solution to a technical problem

(Technical development with industrial application)

WHAT CANNOT BE PATENTED? 

- Discoveries of materials or substances already existing in nature

- Scientific theories or mathematical methods

- […] 

- Software

→ US (USPTO): Software patents.

→ UE (EPO): “Computer Implemented Inventions”: is an invention whose 

implementation involves the use of a computer, computer network or other 

programmable apparatus; with features realized wholly or partly by means of a 

computer program

(p. ex. Systems for automation of industrial processes, navigation systems, medical 

vision technology)                           

→ ES (OEPM): Software per se is not patentable

- Product

- Process (Method / Use)

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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CONDITIONS OF PATENTABILITY:

1.- Novelty (on a worldwide basis)

→ Any disclosure destroys novelty

(articles, thesis, oral presentations orals, web publication, product in the market)

→ Prior art search (patent databases and scientific papers)

2.- Inventive Step (Non-Obviousness)

→ The invention would not have been obvious to a person having ordinary skill in the art 

3.- Industrial Applicability (Utility)

4.- Sufficiency of Disclosure

→ It should be possible to make and manufacture the invention by technical means on a 

certain scale

→ The invention must be disclosed in a manner sufficiently clear for it to be carried out by 

a person skilled in the art 

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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PCT 

application

Regional / 

national phases

ISR

0 12 18 30, 31

US

JP

EP

...

FR

ES

DE

Annual fees

Priority year

Priority appl. 

ES /EP

2-5 years

Patent granted /

refused

3-4 years

year 20

4.000-7.000 € 3.000-5.000 € 10.000-40.000 €

Transfer period: 30 months

IET / 

ESR

PATENTABILITY TIMELINE & COSTS

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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OWNERSHIPINVENTORSHIP ≠

ApplicantInventor

PATENT OWNER IS THE 

UNIVERSITY
Inventor: a person who made an active inventive 

contribution to the invention

Art. 21 Spanish Patent Law

(2015)

Owner may transfer (assign) the patent or grant licenses- Inventorship is not transferrable

- Inventor receives a share of any income 

derived from the patent exploitation

WHO OWNS THE PATENT RIGHTS?

• Joint inventions / Collb. projects: Joint Ownership Agmt. / Consortium Agmt. 

• Non-permanent personnel: Optional rights assignment to the university

• Contracts with Industry

“When the researcher makes an invention as a result of a contract

with a private or public entity, the contract must specify to which of

the contracting parties will correspond the ownership of the same”

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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Steps in Tech Assessment (Software, AI, HW)

1. Disclosure form: often software+hardware (e.g. Optics, Electronics, Medical tech), 

few are purely SW (AI Federated Learning, clothing recommendation system)

2. IP ownership: list of authors and affiliations, external institutions?

3. Analysis of IP: library dependencies, Open sources licenses. 

4. Software registration at University repository (source code is kept secret)

5. Further IP protection: consider a patent for a CII Computer Implemented method if 

there is a clear technical effect and inventive step (if commercially viable).

6. Business exploitation model, Commercialization, spinoff creation

Assessment Valoritzation (Protection, PoC)
Commercialization (Marketing, Negotiation, 

License)



Despite a growing nr of AI tools, we still

rely mostly on 

Human Intelligence subcontracting

expert agents at each stage

AI Tools in Tech Transfer



Software Licenses: Example of quick analysis with LLMs https://choosealicense.com/appendix

https://choosealicense.com/appendix


Prompt >> 

As an expert in software licenses, 

under which license will you distribute a new 

software that uses libraries that contain Boost 

and GNU Lesser LGPL licenses?

Software Licenses: using AI to evaluate IP



Prompt >> 

As an expert in software licenses, 

under which license will you distribute a new 

software that uses libraries that contain Boost 

and GNU Lesser LGPL licenses?

Software Licenses: using AI to evaluate IP

Software IP due dilligence analysis is often complicated and subcontracted to legal experts

but AI can help during the initial assessment

(in this example the AI guessed correctly but experts provide valid legal reports and documents)



1. Disclosure form: often software+hardware (e.g. Optics, Electronics, Medical tech), few are 

purely SW (AI Federated Learning, clothing recommendation system)

2. IP ownership: list of authors and affiliations, external institutions?

3. Analysis of IP: library dependencies, Open sources licenses. 

4. Software registration at University repository (source code is kept secret)

5. Further IP protection: consider a patent for a CII Computer Implemented method if there is 

a clear technical effect and inventive step.

6. Business exploitation model, commercialization, spinoff creation

Steps in Tech Assessment (Software, AI, HW)



CII Computer Implemented Methods



Examples of Technical Applications

Mathematical Models or Computer Implemented Methods

Other general examples of patents in AI include ML Classification or Recommendations systems with particular datasets

UB Federated

Learning AI

SW readout chips in PET 

scanners

ML Speech development

assesment in infants













Further Learning



http://www.ec.europa.eu/ip-helpdesk

Search past webinars (no fees!)

Further Learning

http://www.ec.europa.eu/ip-helpdesk
https://intellectual-property-helpdesk.ec.europa.eu/news-events/upcoming-events_en?f%5B0%5D=oe_event_status%3Apast&f%5B1%5D=oe_event_type%3Ahttp%3A//publications.europa.eu/resource/authority/public-event-type/TRAINING_WORKSHOP&page=1
https://intellectual-property-helpdesk.ec.europa.eu/news-events/upcoming-events/eu-webinar-ip-commercialisation-and-licensing-2025-04-29_en
https://intellectual-property-helpdesk.ec.europa.eu/news-events/upcoming-events/eu-webinar-ip-and-artificial-intelligence-2025-04-09_en
https://intellectual-property-helpdesk.ec.europa.eu/news-events/upcoming-events/eu-webinar-ip-and-artificial-intelligence-advanced-2025-04-23_en


https://e-courses.epo.org https://www.epo.org/en/learning/events/ow06-2025

Further Learning

https://e-courses.epo.org/
https://www.epo.org/en/learning/events/ow06-2025
https://www.epo.org/en/learning/events/ow06-2025


https://www.epo.org/en/searching-for-patents/business/technology-insight-reports



https://www.epo.org/en/searching-for-patents/business/technology-insight-reports
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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UTILITY MODELS

Utility models provide fast and low-cost protection for technical 

inventions since they are usually granted without substantive 

examination. For this reason, they are more accessible to individual 

innovators or small and medium-sized enterprises (SMEs) than patents, 

to which they are similar in their principle. 

In countries where utility model protection is available, it is generally 

intended for the protection of minor or incremental innovations, 

frequently for mechanical or electrical devices.

In some countries, a utility model system provides protection of so-called 

“minor inventions” through a system similar to the patent system. 

Recognizing that minor improvements of existing products, which 

does not fulfill the patentability requirements, may have an important 

role in a local innovation system, utility models protect such inventions 

through granting an exclusive right, which allows the right holder to 

prevent others from commercially using the protected invention, without 

his authorization, for a limited period of time.

(ES1075925U) 

Chassis for electric, hybrid or electric-

hybrid vehicles

Sutura apparatus for 

laparoscopic surgery

(ES1075925U)

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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https://worldwide.espacenet.com/patent/search/family/045329912/publication/ES1075925U?q=ES1075925U
https://worldwide.espacenet.com/patent/search/family/043530777/publication/ES1073794U?q=ES1073794U
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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INDUSTRIAL DESIGN (or “design patents”)

An industrial design constitutes the ornamental aspect of an 
article

Industrial designs are applied to a wide variety of products of 
industry and handicraft items: from packages and containers to 
furnishing and household goods, from lighting equipment to 
jewelry, and from electronic devices to textiles. Industrial designs 
may also be relevant to graphic symbols, graphical user interface

In most countries, an industrial design needs to be registered in 
order to be protected under industrial design law as a “registered 
design”. In some countries, industrial designs are protected under 
patent law as “design patents ”.

Industrial designs can be an important element of a company’s 

brand. Protecting industrial designs contributes to protecting a 

company’s brand.

Protection helps convey a positive image of a company, since 

industrial designs are business assets which may increase the 

market value of a company and its products.

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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TRADEMARKS

https://www.wipo.int/trademarks/en/

A trademark is a sign capable of distinguishing the goods or services of one enterprise from those 

of other enterprises.

At the national/regional level, trademark protection can be obtained through registration, by 
filing an application for registration with the national/regional trademark office and paying the 
required fees. At the international level, you have two options: either you can file a trademark 
application with the trademark office of each country in which you are seeking protection, or 
you can use WIPO’s Madrid System.

A trademark registration will confer an exclusive right to the use of the registered trademark. 
This implies that the trademark can be exclusively used by its owner, or licensed to another party 
for use in return for payment. Registration provides legal certainty and reinforces the position of 
the right holder, for example, in case of litigation
The term of trademark registration can vary, but is usually ten years. It can be renewed 

indefinitely on payment of additional fees. 

What kinds of trademark can be registered?
A word or a combination of words, letters, and numerals can perfectly constitute a trademark. 
But trademarks may also consist of drawings, symbols, three-dimensional features such as the 
shape and packaging of goods, non-visible signs such as sounds or fragrances, or color shades 
used as distinguishing features – the possibilities are almost limitless.

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025
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In fact, globally, the value of trademarks is 

much higher than that of patents, especially in 

those sectors in which that the customer decides

what to buy

It is important to register a trademark as soon 

as possible. Risk of delaying registration: marks 

may appear similar or identical that prevent 

registration (and, therefore, use the brand).

It would also be recommended to see if the 

name to be used is registered by a third party. 

The actions are usually only initiated when the 

infringing trademark has some relevance and is 

located by the owner. In some countries, such as 

the US or the United Kingdom, certain rights are 

acquired for the use of a trademark, even if it is 

not registered. This is not the case in other 

countries, such as Spain.

TRADEMARKS
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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TRADE SECRET

Technical information (industrial processes, formulae…)

Business information (customer, financial information, business plans…)

Know-how (methods/ steps/ processes to achieve efficient results)

- Identification of confidential information / Protection policy

- Store confidential information safely 

- Employee awareness / Non-disclosure clauses / Non-compete agreements / Document 

marking

- Non-disclosure Agreements (NDA)

1. Secret, confidential information, be known only to a limited group of persons

2. Clearly identified and subject to reasonable steps to keep it secret

3. Commercially valuable because it is secret

What is a trade secret?

What kind of information?

Trade secret management
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INTELLECTUAL PROPERTY RIGHTS

Type What does it protect Requirement Duration

INTELLECTUAL 

PROPERTY

PATENT
Inventions (products / 

methods)

- Novelty

- Non-obviousness

- Industrial applicability

20 years

UTILITY MODEL Inventions (products)

- Novelty

- Non-obviousness

- Industrial applicability

10 years

INDUSTRIAL DESIGN
Appearance or 

aesthetic features

- Originality

- Non-functionality
5 years, max. 25

TRADEMARK Sign Novelty 10 years, indefinite

TOPOGRAPHIES OF 

SEMICONDUCTOR 

PRODUCTS

Integrated circuits Novelty 10 years

TRADE SECRET
Confidential

information
Secret Indefinite

COPYRIGHT Original work Novelty
Author lifetime + 70 

years
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COPYRIGHT

Copyright (or author’s right) is a legal term used to describe the rights that 
creators have over their literary and artistic works. 
Works covered by copyright range from:
• Books (novels, poems, …)
• Music, films, choreographies
• Paintings, drawings, photographies, sculptures,
• Computer programs (softwares) and databases
• Architecture
• Advertisements
• Maps
• Technical drawings 
(https://www.wipo.int/copyright/en/)

Creations resulting from the intellectual creativity of people that are protected from the
moment of their creation (Artistic creation).  

In most countries registration is not necessary to obtain this protection. It is enough to 
be able to prove the authorship of the work. 
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What rights does copyright give me? What are my rights as author of a work?

There are two types of rights under copyright:
•economic rights, which allow the rights owner to derive financial reward from the 
use of their works by others; and
•moral rights, which protect the non-economic interests of the author.
Most copyright laws state that the rights owner has the economic right to authorize 
or prevent certain uses in relation to a work or, in some cases, to receive 
remuneration for the use of their work.
The economic rights owner of a work can prohibit or authorize:
•its reproduction in various forms, such as printed publication or sound recording;
•its public performance, such as in a play or musical work;
•its recording, for example, in the form of compact discs or DVDs;
•its broadcasting, by radio, cable or satellite;
•its translation into other languages; and
•its adaptation, such as a novel into a film screenplay.
Examples of widely recognized moral rights include the right to claim authorship of a 
work and the right to oppose changes to a work that could harm the creator's 
reputation.

COPYRIGHT
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Can I register copyright?
In the majority of countries, and according to the Berne Convention, copyright 
protection is obtained automatically without the need for registration or other 
formalities.
Most countries nonetheless have a system in place to allow for the voluntary 
registration of works. Such voluntary registration systems can help solve disputes 
over ownership or creation, as well as facilitate financial transactions, sales, and 
the assignment and/or transfer of rights.

In Spain, works can be registered in the Registry of the Intellectual property − 
Value of proof of possession of the work on the date of deposit − Reduced cost 
and “simple” procedure − Note: symbol © followed by the name of the holder of 
the rights, place and year of disclosure

COPYRIGHT
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WHAT DO COPYRIGHTS PROTECT? 

Original works of authorship including:

- scientific works →  publications

- Computer software

Copyright does not protect facts, ideas, systems, or methods of 

operation, although it may protect the way these things are expressed
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Patrimonial rights

[work exploitation]

Moral rights

[authorship recognition]

- Last for a limited term

- Freely transmissible

- Inalienable and perpetual

- Cannot be waived or transferred

Exploitation rights correspond to the 

University

- Right to authorship recognition of 

researchers

- Right to participate in the exploitation 

incomes

WHO OWNS COPYRIGHTS? 

Author Owner
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• Industrial Property Rights (Patents, Utility 

models, Industrial Design, Trademarks, SPT)
Need to be applied for

• Copyrights Moral rights are granted to the author 

from the moment of its creation

Registration is not mandatory, but convenient

Recommendation:
- use of the copyright symbol

- Registration at Intellectual Property Registry

Presumption of the right existence and that it pertains to the recorded right-holder
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WAYS TO PROTECT INNOVATION:

• Legal protection Industrial Property Rights and Copyrights

• Be the first in the market FMA (“First Mover Advantage”)

• Trade secret

Usually a company protects its innovation assets with a combination 

of these 3 modalities

• Inventions

If easily copied /

easy detection of infringement (product)
PATENT / 

UTILITY MODEL

If difficult to copy/

difficult detection of infringement (method)
TRADE SECRET

• Software (per se) COPYRIGHT
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PATENTS VS. TRADE SECRET

PATENT TRADE SECRET

PROS
• Legal monopoly / 

Exclusive rights

• Court actions

• Involuntary 

infringements

• No disclosure required

• Not limited in time

• No registration costs

• Immediate effect

• Non territorial protection

CONS

• Public disclosure

• 20 years of limited 

protection

• High costs

• Length of procedures

• Territorial protection

• No right to exclude others

• Can be patented by others

• Not easily enforceable

• Voluntary infringement

Patent and trade secret are mutually exclusive over the same technical

object, but complementary over a set of technical knowledge (“know-how”)
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Could a patent application be filed?

It is important to do an extensive prior art search of both academic and patent literature, 

the esp@cenet website (https://worldwide.espacenet.com/)  and WIPO 

(https://patentscope.wipo.int/search/en/search.jsf) are a good places to start.

25% of all R&D efforts (investment too) are wasted  each year on inventions that have 

already invented (duplicating R&D already done)

Published 

elsewhere
Published

in patents

80% found only in patents!

10%

Protected90%

Free to use

Solutions found in patent documents

Don't start your R&D until you have 

done a search!
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2. IPR
2. IPR

What NOT to do when considering filing a patent application

• No publication prior to filing

e.g. no article, press release, conference 

presentation/poster/proceedings or blog

incorporating the invention prior to filing

• No lecture or presentation prior to filing 

except under a non-disclosure agreement (NDA)

• Go to your Tech transfer Office soon!

• File before others do!
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Sharing of revenues coming from IP exploitation 

(only Patent, Utility Model, SW and DB):

UB IP POLICY

50% → Inventors

15% → Research group

35% → UB 
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Summer School at ICCUB
Barcelona 5June2025

Intellectual Property Rights

and 

Technology Assessment

Dr Sancho Moro

smoro@fbg.ub.edu

Valorization and Licensing Unit

Any Questions so far ?

Do you need a break ?

mailto:smoro@fbg.ub.edu


Market
Considerations

When to Apply (or Not) for a PATENT ?

Any thoughts?



STRATEGY

Intellectual 
Property

MarketTechnology

Invention identification & assessment

Who will buy it?

Is there a need for this 

technology? How big is 

the market?

Is there a similar 

technology out 

there? Ours is 

better?

Who are the competitors 

and what they are doing?

Analysis of target market: 

• Size 

• Segmentation 

• Maturity 

• Territory 

• Key players: fragmented 

/concentrated 

• Barriers to market access
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Invention
identification & 
assessment

IP 
management

& 

Proof of
concept / 
valorization

& marketing

License Spin-off creation

Technology transfer 

pathway

Technology
commercialization
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Does it 

really 

work?

Does it do 

what  it 

says?

Who would 

buy it?

Is there a similar 

technology out 

there?

Is there a similar 

solution to the 

same problem?

Is there a 

need for this 

technology?

Why would 

someone 

buy it?

?

?

?

?

?
?

?

Research Results

Many unknowns attached to 

early-stage research results
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RISK

RISK

RISK

RISK

RISK

RISK

RISK

?

?

?

?

?
?

?

Research 

Results

Unknowns =  Risks
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RISK VALUE

high

low

Research results End Product
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RISK VALUE

high

low

Research results End Product

Prepare the 

technology to 

involve next player 

in the value chain: 

customer is your 

next investor

VALORIZING: 

Adding value to technology by reducing risk

development stage

Valorisation process / 

Proof of Concept
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“A Proof of Concept is a body 

of work that demonstrates the 

attractiveness of taking an  

innovative idea into commercial 

development”

Proof of Concept Advisory Board/ 

Science Industry Action Agenda, Australia

Commercial

Development

Idea/Research 

results End product
Valorisation process / 

Proof of Concept

Objectives

• Prepare a "package" to be presented to venture 

capitalists or companies that might invest in the 

technology and take it through the early 

commercialization phase

• Re-guide applied research lines towards the 

resolution of real problems 
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“Proof of concept” generation is generally perceived as the step in the value 

chain where more value can be added, with less money…but higher risk.
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Technology Readiness Levels (TRL)

Defining early with Technology Readiness Levels (TRL) based on early NASA model

Fasterholdt, I., Lee, A., Kidholm, K. et al. BMC Health Serv Res 18, 837 (2018). 

https://doi.org/10.1186/s12913-018-3647-z
96
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1 2 3 4 5 6 7 8 9

“The valley of

death”

Academia

Industry

TRLs

Resources
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“A Proof of Concept is a body 

of work that demonstrates the 

attractiveness of taking an  

innovative idea into commercial 

development”

Proof of Concept Advisory Board/ 

Science Industry Action Agenda, Australia

Commercial

Development

Idea/Research 

results End product
Valorisation process / 

Proof of Concept

Objectives

• Prepare a "package" to be presented to venture 

capitalists or companies that might invest in the 

technology and take it through the early 

commercialization phase

• Re-guide applied research lines towards the 

resolution of real problems 
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“A Proof of Concept is a body 

of work that demonstrates the 

attractiveness of taking an  

innovative idea into commercial 

development”

Proof of Concept Advisory Board/ 

Science Industry Action Agenda, Australia

Commercial

Development

Idea/Research 

results End product
Risk

Market

Cost-
Benefit

IPR

Technical

Proof of 

Concept

• Framework 

• 4 main aspects

Will help to attract industry interest
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Proof of Concept funds

ERC Proof of Concept

[150.000 €, 18 months]

ERC Grant
• Starting 

(2 -7y since PhD) 

• Consolidator

(7-12y since PhD)

• Advanced

(10+y since PhD)

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025

EIT 
(European Institute of 

Innovation and Technology)

EIT Health PoC
(Digital Health,

Medical Devices,

Diagnostics

Therapeutics)

EIT Foods

PoC
(Sustainable Packaging solutions, 

alternative proteins, food

Traceability, digital tools for 

Farming Precision agriculture)

Public (European)
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Proof of Concept funds

Prueba de Concepto: 

150,000€, 24m

• Llavor: 20,000€, 6m

• Producte: 150,000€, 18m

• Innovadors: 84,000€

60k contract Innovator), 18m

• Prova de Concepte

25,000€, 12m

• Mentor in Residence

grant: ≤6,000€, ≤ 6m

© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2025

For “Generación de Conocimiento” 

or “Retos de Investigación” (in 

progress or recently ended

• “Stage 1”: 50,000€, 12m 

(potential asset)

• “Stage 2” : 150,000€, 24m

(PoC validation):

• “Stage 3” : 500,000€, 24m

(advanced characterisation)

Private 

(National)

Public 

(National)
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Proof of Concept Activities funded

• Technology validation (Fundamental researched is not 

funded) 

• Feasibility studies

• Prototype development

• Pre-clinical / clinical development 

• Business development 

• IPR position and strategy 

• Market research / competitive analysis / industry contacts 

• Commercialization strategy / business model 

• Regulatory framework 

• Legal advice (protection, commercialization, licensing) 
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At the end of the Proof of Concept stage you will 

• have proven technical aspects

• Identified and proven market

• IPR strategy

• Favorable cost benefits for investors and end-users

Attractive to potential investors
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Designed by freepik-www.freepik.com

Risk

Market

Cost-
Benefit

IPR

Technical
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Invention
identification & 
assessment

IP 
management

& 

Proof of
concept / 
valorization

& marketing

License Spin-off creation

Technology transfer 

pathway

Technology
commercialization
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MARKETING Events attendance

Promotion

documents

(Flyers)

Market search: 

Clients contact

On-line promotion
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Invention
identification & 
assessment

IP 
management

& 

Proof of
concept / 
valorization

& marketing

License Spin-off creation

Technology transfer 

pathway

Technology
commercialization
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What is a License?
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Licensor

IP owner 

(University, company including 

spin-offs, individual)

Licensee

(e.g. Company)

Permission

to use IP

Payments

Licensor 

maintains the 

ownership of 

the IP

Designed by freepik-www.freepik.com
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Example of University 

of Barcelona research 

results licensed to a 

Company
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Development of molecular 

diagnostics for the detection 

and identification of 

emerging microbial agents.

Start-up

Acquisi
tion  

2 patents

Detection & 

quantification of an

enterovirus

Standardized

method and kit 

for

quantification

Control for

virus 

detection

assay

Diagnosis of infectious

diseases. Detection of 

microorganisms in 

food, pharmaceutical

and cosmetic products.

Technology License

International 

Company

Revenues

from

2009

Signed

on 2009
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Acquisition



Company
supplier of active 

ingredients for the cosmetic 

industry

Glycoprotein as a 

crioprotective agent

and bacterial strain

that produces it

Technology License

Revenues

Signed

on 2014
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For cosmetic and 

pharmaceutical applications



Company
supplier of food, 

pharmaceuticals and health 

supplements

Nutraceutical

composition

Technology License

Signed

on 2022
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For neurological

disorders specific for

kids and teenagers

Neuroprotect

Live 

Revenues



Company
Microbiome therapeutics company 

producing encapsulated intestinal 

microbiota transfer products

New formulation and 

a method to get a 

long-term stable live 

fecal microbiota 

composition 

Technology License

Signed

on 2021
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For dysbiosis, 

bacterial infections, 

metabolic diseases,…

Enterobiotix

Revenues



Example of Spin-off 

created from 

University of 

Barcelona results
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Artificial intelligence Company 

for image recognition

Technology & Spin-off from UB

www.aigecko.com 

Incorporated in 2020
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Autonomous

touchless checkout

service for self-

service restaurants

Food

recognition
People, face

and mask

detection

Face mask

detection

Capacity

control

Personal 

Protective

Equipment

(PPE) 

detection

Food recognition, dish names, 

ingredientes, Micro and Macro 

nutrients, estimated quantity



© Rosa Vázquez– Fundació Bosch i Gimpera – UB 2023

DEL LABORATORI AL MERCAT: Patents, llicències i ajuts de valorització

Smart packaging to reduce foodwaste 1/3of all food is lost or wasted

$1 trillion of loss every year due to inefficiency 

in the global food system

Ready-Meals, meat and fish

Smart inks: 
printed chemical 
colorimetric 
sensors

Technology & Spin-off from UB

www.color-sensing.com

Incorporated in 2016

http://www.color-sensing.com/


What are the ingredients for a successful project?

TEAM
Complementary skills
Research & business experience
Exclusive dedication (spin-offs)
Motivation

MARKET
Volume
Growth
Niche identified
Focused on a market sector
Network of contacts

TECHNOLOGY
Cutting Edge Technology
Protection (patents, industrial 
secret...)

MONEY
To further
development
and grow
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DEL LABORATORI AL MERCAT: Patents, llicències i ajuts de valorització



Take-home messages

• Don't start your R&D until you have done a search!

• If you think you have interesting results:

• Before publishing, sharing them in conferences, oral communications, doctoral thesis

disertations,... talk to your Tech or Knowledge Transfer Office (TTO or KTO)

• Before sharing sensitive information with a third party (e.g. Company) sign an Non-discosure

Agreement (NDA)

• Without a protection (IP) most likely nobody will invest in the development of your product.

• A Proof-of-concept is the way to attract potential investors

• License is a way to reimburse the investment of your technology and efforts

• Company could be a vehicle to finance a development to a stage that is attractive for the acquisition of 

a larger company & you need people that shares your motivation

• And the most important one….Sit down and think which will be your next invention!

IPR & Tech Transfer



Summer School at ICCUB
Barcelona 5June2025

Intellectual Property Rights

and 

Technology Assessment

Dr Sancho Moro

smoro@fbg.ub.edu

Valorization and Licensing Unit

THANK YOU !

mailto:smoro@fbg.ub.edu


APPENDIX



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS

CDA (Confidentiality Disclosure Agreement) 

NDA (Non-Disclosure Agreement)

- Grant access to confidential information

- One-way (unilateral) / two-way (bilateral or mutual)

- Definition of Confidential Information

- Purpose

- Exceptions

- Signing party: involves the whole organization!

- No license on CI

- Responsibility (injunctive relief clauses)

- Term (afterwards?)

- Law and jurisdiction

oral 

disclosures!



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS

- Stepping stone: first step towards a final 

agreement?

- Precedent on future negotiations (good / bad)



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS

MTA (Material Transfer Agreement)

- Definition of Material, Derivatives, Modifications

- Use of Material, Derivatives, Modifications

- Limitations (non commercial use / no transfer to 

third parties)

- Confidentiality

- Intellectual Property on the results

- No warranties

- Responsibilities on use of Material

- Term (afterwards?)

- Law and jurisdiction



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS

TERM SHEET

- General framework of the proposed collaboration

- Key terms of the future agreement

- Usually non-biding (subsequent renegotiations!)

CONTENTS

- Technology / Intellectual Property / Product

- Exclusive / non-exclusive

- Field of use

- Territory

- Term

- Economic terms

- Collaboration structure: Improvement of 

Technology/ Diligence provision / Use for R&D



Technology Commercialization

NEGOTIATION

CDA /NDA

MTA

Term Sheet

License Agreement

USUAL TYPES OF CONTRACTS

LICENSE AGREEMENT

- Grant of rights (use, manufacture, distribute, 

market, and/or sell) on an asset

- No change of ownership of the asset (no 

assignment) 



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Technology identification: patent/ know-how/ SW?

- Technology owner 



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Granted rights: use/ manufacture/ distribute/ import/ 

export/ sell/… 

- Field of use

- Exclusivity / non-exclusivity

- Territory

- Sublicensing

- Right of Licensor for use in teaching + R&D (Sole license)

- Assignment of the agreement if the company is bought



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Term: precise date/ until patent expiration

- Termination: - “material breach”

- lack of development activities

- change of control



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Upfront payment: sometimes it is the only tangible money!

- Milestones payments: development milestones/ regulatory 

milestones/ market access/ sales milestones 

- Royalties: - on Net Sales (definition!)

- in trenches depending on sales level / time

- Minimum payment (if exclusive license)

- Payments: current exchange (calculated when? How?)

[Option Agreements]

- Exclusivity payments: Initial Option Fee



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Reports / Audits

- Patent prosecution and maintenance

- Patent defence

- Diligence provision: Development / Exploitation Obligation

- Confidentiality:

- License existence confidential

- License terms confidential

- Press release of License signature: company name?



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Disclaimer: No warranties as to validity or scope of patent / 

effect on third parties rights

- Indemnity against third party claims

- Responsibilities



Technology Commercialization

NEGOTIATION

LICENSE AGREEMENT CONTENTS

Technology

Grant of rights

Term and Termination

Economic terms

Liabilities

Warranties

Governing law

- Governing law and jurisdiction



Technology Commercialization

Assessment Protection Valoritzation
Commercialization (Marketing, 

Negotiation, License)

PRE-SELLING

- Product knowledge

- Competence knowledge

- Market / sector knowledge

- Potential clients identification

- Commercial strategy definition

- Documents generation 

(non-confidential / confidential)

MARKETING & SELLING

- Pure commercial activity

- Clients contact: email, phone, visiting

- Events attendance

- On-line positioning

NEGOTIATION

- NDA

- Term Sheet

- License agreement

(patent, know-how, SW)

POST-DEAL

- Follow-up

- Compliance



Technology Commercialization

POST-DEAL

- License follow up & compliance

- Invoicing

- Distribution of revenues

- Re-negotiation



Technology Assessment & Valorization

Basic 

Research

1 Patent ES  →  PCT  → ES

1 Patent EP  →  PCT  → EP

1 Patent EP  →  PCT

1 Patent EP  →  PCT → EP, US

Protection

PET application: contract research

Valorization

Applied 

Research
Design

Prototype (PoC)

Functional test

Specifications 

Design TDC

Electronic 

control

Specifications 

Design PET
Homologations Commerc.

CASE STUDY: Electronic circuit for photosensor readout

License A (manufacturing)

License B (exclusive PET, non-exclusive others)

License B (exclusive PET, non-exclusive others)

License C (exclusive n det., non-exclusive others)

License C (exclusive n, µ det., non-exclusive others)


